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DETAILED ACTION 
Remarks 

1 . In view of Applicant's arguments, the Examiner withdraws the rejection under 35 
USC 103 (a) to claims 1-3 and 7. However, the claims are not in a condition for 
allowance in view of new ground of rejection. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



3. Claims 1,2,3 and 7 are rejected on the ground of nonstatutory double patenting 
over claims 15 and 20 of U. S. Patent No. 6,803,693 since the claims, if allowed, would 



improperly extend the "right to exclude" already granted in the patent. 
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The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: 

Regarding claim 1 , "the steps of removing at least one of the stacked lamination 
packages at the end of stator core and re-stacking the removed lamination packages 
with a lower core loss material" is equivalent to the subject matter in claims 15 and 20 of 
US 6,803,693: "the steps of removing the laminations of ferromagnetic alloy at the stator 
core ends and installing replacement laminations being formed of iron-aluminum alloy 
(iron-aluminum alloy has lower loss than ferromagnetic alloy)". 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

Regarding claims 2 and 3, claims 15 and 20 of U. S. Patent No. 6,803,693 shows 
all limitations of the claimed invention except showing the stacked lamination packages 
comprise grain-oriented iron silicon punching (M-6) having a with-grain core loss of 
about 0.573 at 1.5 T (W/lb), and the replacement of the removed lamination packages 
comprising a higher grade grain-oriented iron silicon punching having a with-grain core 
loss less than M-6 such as M-4. It would have been obvious at the time the invention 
was made to a person having an ordinary skill in the art to use grain-oriented iron silicon 
punching (M-6) having a with-grain core loss of about 0.573 at 1 .5 T (W/lb) for the core 
and a higher grade grain-oriented iron silicon punching having a with-grain core loss 
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less than M-6 such as M-4 at the core ends for the purpose of reducing core loss, since 
it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design 
choice. In re Leshin, 125 USPQ 416. 

Regarding claim 7, it is noted that all limitations of the claimed invention have 
been fulfilled by claims 15 and 20 of U. S. Patent No. 6,803,693 



4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hanh N Nguyen whose telephone number is (571 ) 272- 
2031 . The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner 's 
supervisor, Darren Schuberg, can be reached on (571 ) 272-2044. The fax phone 
numbers for the organization where this application or proceeding is assigned are (571) 
273-8300 for regular communications and (571 ) 273-8300 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1782. 



Conclusion 




April 11,2007 



